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REMARKS/ARGUMENTS 

Claims C23 and 38-59 are pending. Claims % 12, 19, 2 1 , 23, 44. and 46 were 

Overview of Rejection (based oa Rearrangement of Paris) 

The gist of the rejection is at page 10 of the Office Action, which slates that 
rearranging parts of an invention involves only routine skill. It k noted, however, that there are 
important exceptions to this general rule. For example, M PEP 2 1 44.04 (V [){€) 

de.S O lO MS C IV£ Us 

citec erence must provide mot o c * \ s to c 

o \ppm,o! - .> >,i to change the relet euce de\ice 

N \>„s i 'OCN 4 s >l k O s v. \u < . sw h t 

of lioovetds sensor (168; with die pacing/sensor pair (1 72/1 74) provides the same intended 
haxumodip 

Applicants provide herewith evidence in the form of a Rule 1 .132 Declaration by 
v ^ v oi x un ion I I'he Dec at >n rtovides obiec ve 

evidence ham a has: nviedgeahie sad respected source. 

cs nod > da Sv> s( [>ec a v t >t ov> s < ath ; 

^ t m v s ""I"- md oemo i ^ ^i f ,\ * v. v < s v e 

x> <. v m vo ski aot h u« o \1 > h< >an at 

dv mc \ , ' vXv me xw ,\m> psm m mct^c e^ acme o! 

s s N v ;e?e case of obviousness 
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AnsdE. c;:5t:xl May {8,2050 

A;nend;r ; er:f soido P? CFR s . s Us Uxpe<:s;ted Frcscwk;re 
K:>:;:u?::.lning Group V?S» 



Relocating lioo\ cn s - !" > •. slas I uncnon 

120 




Usavyen gives a spec; to: tuncOonal reason as a; why the pacing/sensor pair 

v' N . ^ > v. v os s electrode 2 tes the lesion, anc 

lesion is formed, sensor 1 74 no longer detects pacing 1.72 signal 

llenee. she imeuded functionality of pacing/sensing electrodes 172/174 depends 
upon the lesion being formed between ihe pacing electrode 172 and the sensing electrode 174. if 
Booverds pacing/sensing electrodes 1 727174 were moved distal to electrode 120, the pair would 
no longer ogeraie as intended, because they would no longer be located on opposing sides of a 

i i v S ^> OukJ n \ bu {SCO « v v v s > > OS v vs 5 

Put dlueresuly. if pacing/sensing electrodes 172/1 74 were placed distal to 
v 0^ e U , , ^ j ^> no i i , hkv.w \ v > 

> ^ - v i ^ s >. „ i O K\><. 

120. *. ! <,s < ^ 

< " „ ,. ~ \ , \ V V L , s 

Based on the above, and sections 1 1 and 12 of the Swansea. Declaration, 
- ^ 1 > o N s ^ „ ! 4 ' v a v ^' 

eoeu-y^ togui w pu do, nAIUH" ? » v> (\ [ « 
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Asr.dc aaoxi May IS. 20 H! 
x o \ o 

s N ; i ' r - > „> S ^C° 

Relocating Hooven's Sensors (168) Modifies Function 
; 5 - > provides a pe; he functional rationale : to wrp nson 1. 68 are 
su e \ \ i\ v < I m 

1 "v. v O \ ' 1 , hO > ' - i s\ ^ 

daouec m the ; nnr.d > ah e .mnulus era be avoided. 1 ho - _ v -n s , < , ^ > < s 
order to: 

hk u U ^ ,< e < n> » i , i ' i h i< A , 

from the mitral valve leaflets." (Emphasis added) 

Hence, the intended funcikmahiy of sensors 168 depends upon those sensors 
' I u ' k i i x ! ! 1 Nl> \u m - d ^ s o ! <. <. » 

to a central location (e.g. to the position of pacing/sensor pair 172/174 on Rg. 66). then sensors 
1 68 would no longer operate as intended, because they would no longer he used to accurately 
facilitate placement of the jaw np as described by Hooven. 

Based on the above, and sections 13-15 of the Sw&nson Declaration, relocation of 

provided in MPfiP 2144.04 (Vi)(C). 

f roposeti Modification Destroys Hooven's Intended Functionality 

Vecorclun to MP! P 2143 01 (V), if propo.Nen nvdu)canon v^ulo u..uL; t w eiVd 

V l N f S. V >\t ! V v ^ ! o l o 

\v S t V i ' v j c i s s 1 ! ^ - O v i > ' - 

unusual and unforeseeable reeonimontion of Hoovers that would render Hoovevcs device 
unsatisfactory fur hs intended purpose of (a) locating a i s \_ pair I 72/ I 74 ou opposing 
sides of an ablation electrode so as to detec t a lesion formed therebet ween, and (b) locating 

-V ^ s . S K ! \ v U t s 

In sum. in order for Hooven to function as intended, pacing/sensing electrode pair 
1 mihi n so! e- - . - , e<.ueucfo n . s \ oi^i 1 mam a ne 



Page 13 oft 7 



Presently Churned Stimulation Element Location is Beneficial 

V \ v v U 1 i. ^ t 0 v N v 0 \ 

or the stimulation element is disposed distal to a distal end of the coagulation dement Aspects 
^ < - e v \ ^ \ w n o ^ d-> > \ ' , v > 

S30a. x 528a - N 
jx^zt & nimmK 2^ 

E - Era l~titS :: t^^ 

FIG, 24 B W>" 58 5 * s 

v v ^ 1 \ shows ista end of s ! <. do 528a 
> s i v , L<. . <. - O > ^ , n • - 

application at, Kir example, page 27, lines 31-33. sued arrangements allow a physician to test 
various locations during lesion formation, without moving the probe. 

During a treatment, tissue adjacent to the ablation electrode becomes heated. 
However, because overheated tissue does not respond to pacing, a pacing electrode that is 
located -directly at the ablation electrode may be ineffective in stimulating the adjacent tissue. 

In contrast, a stimulation electrode that located away from the coagulation 
- ^ v ' s Uv-v. < -s „ - Ovo v nv For 

s esc the eu.-Uunu! on element which i dist tt di xi ft 
i i \ \ s e f s \ n o <. t s < 

u\. v v , », , o c.unc'i i < -> i nu . < s etu ^ <.< w ^ 

1 or at least the reasons above, and sections 1 7-21 erf the Swanson Declaration, a 
is submitted that the location oi the on electrode provides a particular ftmctionality to 

»C t 1 V v. ^ < s - lv !. 
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Appl No. 1 0/727, 1 44 0 \ , \ * 

Aside d&auMay 18,2010 

Arrondnieat arnar 37 CFR 1 . .U 6 \ ae'Uv Procedure 

First Rejection Under 35 U.S.C, §103 

iv 1 s " ^ 22 ^ ! vi j ^ i \y 

§1 03(a) as allegedly obvious over US 6 V S07,96S rAhsrneiscitelhT in view of LIS 6;27?,1 1? 
| ~ Too huVI > , I S oa^F\o v! - ' I , ^ o> s s ;e v t o U.e v v\l 

h is well established that a prima /oca- ease of obviousness requires among other 
Oanea. a showing that all claim e s are considered when determining patentability against 
the eited references. Applicants submit . the combination of Prancischellh 'fetaiafg and 
Heaven does not meet tins test as applied to the presently pending claims, 
at , e a w v. . ^ 
Aeseadg nding r i s d an o aa ap \ 1mm 
„ Ov ! >~ , a v a ^ a hj, i ^ , t „ <w 

! i >> e< v it. The stamsh et 

disposed distai to a data! end of the coagulation element. 

The pacing electrode 172 of Hooven cannot read on the presently claimed 
stimulation element. As shown at Figs. 66 and 67 of Hooven, a distal end of the pacing electrode 
1 72 is not disposed distai to u distal end of the RF ablation electrode 120. Nor is there a teaching 
or suggestion 1 the distai end of pacing electrode 172 would be disposed distal to a distal end 
of the conductive coil 30A of Franeischeili or the electrode 1 10 of Tetzlaff 

'X\ no the v<< i i 0 o, m 1 r m U * H Ictctmt ano: Mcv\oi bem no) '0x011 
an apparatus where a distal end of a stimulation element is disposed distal to a distal end of the 
na f v v. v ^ v v x so h v k o cox o - \w 

lodegendenpCaahTi j.h 
Presently pending claim 14 is drawn to an apparatus having a clamp, a base 

' ! A data, end o* 

, s ! 1 ! a 1 

For fa least the reasons provided above with regard to claim A Applicants submit 
! a , ! ! e ^ * ! ^ i - x s aw 
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v - J v \ ' s . S |n\ J- v v. , v ^ . ^W<\ W \ 
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, a a v8 is drawn to a 

end of a base member. 

For reasons similar to those provided above with regard to claim F Applicants 
snbmit that tbe combination of Iwancischdlh Tetziaff and Hoove?- does not result m a system 
> - , dotal eta, ' ; - w < o , a v v a •> a s vws aw ' * » * ... " < N K i v 

iddepe;Kkrhi:!iMl;n.4? 
Presently pending claim 4? is drawn to apparatus having a base member, a 

' > l,a v . ! »sHli <! > i C^ , I l \ )v S 

a -mm morn \ a . , a a- ; .-a; 1 s a \^ * eg I < ' , >. ; \ 1 a . > a- s t aa.! w.mwe 

o stv , ouaii one: w p s u < 

base member. 

For reasons similar la those provided above with regard to claim F Applicants 
nit thai s s ! easel j w 1 ' es not n s < i 

whore a distal end ot the means for transmitting stimulation energy a disposed distal to a distal 

' w ,. \ . ! w v m a > 1 

member and distal to a distal end of the base member, and daw the combination does not 
vo \ \ ,^ 

xx ■ oat ' . a^iio ! „a^a.a. ^ a a \ . i,^\,,v> avvv 
as an claim I, cleans -■ depend irom claim 14. claims 39-43 and -45 depend .from claim '118. 
and claims 48-49 and 52 depend Irom claim 47. These dependent claims arc dneetore allowable 
<. v. x. v m v. ^ v v i v. ^ v. i" e v w m 

they recite. Withdrawal ol this rejection is requested. 
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1 5 PATENT 
Asrdl. dauxi May lis, 20:0 

Ar\"\:i;-cr u«der 3 7 CFR • ; 16 Expedited \ 

Second Rejection Under 35 U.S.C. §103 

Claims U\ 20. and 50 were rejected under 35 > M § 103(a) as allegedly obvious 

>^C ^ - v i ^ n ^ o ! 

- , v ' ; nd 50 in on e irsdepe.ndt s from wh the> 

depend, 

Third Rejection Voder 35 U.SX-. §103 

s u vere rejected under 35 H I (a s alleged!} y s 
over branebcheiii in ciovr of TetCaff, Hooven. and known subject reao.er. Applicants request 
ev s ^ oc> . . o s e n n <cv of U nk>x C , J a 1 > i > - ^ 

Fourth Rejection Under 35 U.S.C. §103 

\ ln;r " h <\ v ^ e ni, 5" I \ v : i o i s b v ' - >. s 

Fifth Rejects©!* Under 35 V.S.C §103 

vas rejected under 3 s < I lot a s s <> \ 
Francischeib m view of TctzMh Fioovea and US 6,558,408 p1 :; ogariy" ! j. Applicants request 
ition of i v 1 ! en it . depc nis 

Respectfully submitted, 

/Nathan S. Cassell/ 

Nathan S, Cassell 
Reg. No. 42,396 

San Francisco, California '94 II I -38.34 
lei 303-571-4000 
Fax; 415-576-0300 

iitxckments: Ruh 1 tmUng I I 
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